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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 
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A new grounds of rejection is set forth here, namely a 101 rejection as follows: 

Claims 1-8 and 34-43 are rejected under 35 U.S.C. 101. Based on Supreme 
Court precedent and recent Federal Circuit decisions, the Office's guidance to 
examiners is that a § 101 process must (1) be tied to a machine or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. In 
re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit 
decision since they are not tied to a machine and can be performed without the use of a 
particular machine. 

The mere recitation of the machine in the preamble with an absence of a 
machine in the body of the claim fails to make the claim statutory under 35 USC 1 01 . 
Note the Board of Patent Appeals Informative Opinion Ex parte Langemyeret al- 
http://iplaw.bna.com/iplw/5000/split displav.adp?fedfid=10988734&vname=ippqcases2 
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&wsn=500826000&searchid=6198805&do^ 
cm=5000&pq=0 . 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

US Patent 6,282,522 B1 to Davis et al. 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 1-8 and 34-43 are rejected under 35 U.S.C. 101. Based on Supreme 
Court precedent and recent Federal Circuit decisions, the Office's guidance to 
examiners is that a § 101 process must (1) be tied to a machine or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. In 
re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
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to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit 
decision since they are not tied to a machine and can be performed without the use of a 
particular machine. 

The mere recitation of the machine in the preamble with an absence of a 
machine in the body of the claim fails to make the claim statutory under 35 USC 1 01 . 
Note the Board of Patent Appeals Informative Opinion Ex parte Langemyeret al- 
http://iplaw.bna.com/iplw/5000/split display.adp?fedfid=10988734&vname=ippqcases2 
&wsn^500826000&searchid=6198805&doctvpeid=1&tvpe=court&mode=doc&split=0&^ 
cm=5000&pg=0 . 

Claims 1-8, and 34-43 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. Patent 6,282,522 B1 to Davis et al (further referred to as Davis). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 



Application/Control Number: 09/359,083 
Art Unit: 3692 



Page 7 



Regarding claim 1, Davis discloses an on-line purchase and load (OPAL) server 
for performing a transaction over a network (column 6, lines 18-26) using a virtual smart 
card (column 11, lines 1-14), said OPAL comprising a virtual card database having a 
- plurality of records (column 10, lines 60-63), each record including a virtual card 
identifier and a balance corresponding to a single smart card (column 1 1 , lines 20-26 
and lines 60-67; column 13, lines 3-6; column 16, lines 6-10 and lines 25-34); a 
hardware security module (column 8, lines 22-25; column 10, lines 54-58; and column 
1 1 , lines 48-67); a smart card emulator that receives smart card commands and 
processes said commands in conjunction with said virtual smart card database and said 
hardware security module (column 7, lines 6-21; column 8, lines 22-24; column 10, lines 
50-65; and column 11, lines 48-57); a pseudo card reader module that receives said 
smart card commands over said network and relays said commands to said smart card 
emulator, whereby said OPAL server performs a transaction over said network using 
one of said records in said virtual smart card database (column 7, lines 6-21; column 8, 
lines 22-24; column 10, lines 50-65; and column 1 1 , lines 48-57). 

Regarding claim 2, Davis discloses an OPAL server wherein the virtual card 
database further includes purchase algorithm identifiers (column 17, lines 52-56), and 
wherein the hardware security module includes a plurality of purchase algorithms that 
are identified for use by one of said purchase algorithm identifiers, whereby the 
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hardware security module may be used to perform cryptographic functions associated 
with a purchase (column 22, line 56 - column24, line 51 ). 

Regarding claim 3, Davis discloses an OPAL server further comprising a user 
verification module that verifies a user accessing the OPAL server and generates a user 
identifier, the user identifier being suitable to identify obe of the virtual smart card 
records in the card database (column 11, lines 39-47; column 16, lines 52-64). 

Regarding claim 4, Davis discloses an OPAL server wherein the smart card 
emulator and pseudo card reader module are implemented as a single software module 
(column 12, lines 1-60; column 24, lines 54-60). 

Regarding claim 5, Davis discloses an OPAL server wherein the network is an 
internet over which the OPAL server communicates with a merchant server and a 
payment server to transact a purchase (columnl, lines 12-16 and column 6, lines 18- 
65). 

Regarding claim 6, Davis discloses an OPAL server wherein the network is an 
internet over which the OPAL server (Figure 3; column 5, lines 30-38; column 1 1 , lines 
1 -1 5) communicates with a bank server and a load server to load value onto the virtual 
smart card (Figure 10; column 3, lines 21-26; column 5, lines 32-34; column 8, lines 64- 
66; column 11, lines 1-6). 
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Regarding claim 7, Davis discloses an OPAL server wherein the network is an 
internet over which the OPAL server communicates with a web server and an 
authentication server to authenticate a user (column 13, lines 32-35 and column 26, 
lines 18-50). 

Regarding claim 8, Davis discloses an OPAL server wherein the OPAL server 
communicates over the network with a payment gateway for funding account 
authorization and clearing (column 10, lines 27-65). 

Regarding claim 34, Davis discloses an OPAL server wherein the smart card 
emulator is suitable for retrieving one of said records from said virtual smart card 
database, increasing or decreasing the balance of the record, and then returning the 
record to the virtual smart card database (column 4, lines 3-5; column 7, lines 11-15; 
column 14, lines 55-58; column 16, lines 22-38). 

Regarding claim 35, Davis discloses an OPAL wherein each record of the virtual 
smart card database also includes a funding account number wherein the funding 
account number identifies an account that contains a monetary amount that can be 
loaded onto a virtual smart card (column 2, lines 24-42). 



Application/Control Number: 09/359,083 Page 10 

Art Unit: 3692 

Regarding claim 36, Davis discloses an OPAL server wherein the OPAL server is 
further configured to receive a purchase request message from a client terminal, 
wherein the purchase request message indicates a good or service to be purchased by 
a user, a user identifier, and a user password (column 4, lines 3-5; column 9, lines 3-10; 
column 13, line 63 - column 14, line 3). 

Regarding claim 37, Davis discloses an OPAL server wherein the OPAL server is 
further configured to send a draw message request to a payment server, wherein the 
draw request message indicates an amount of money required to purchase the good or 
service and a merchant identifier (column 16, lines 22-38). 

Regarding claim 38, Davis discloses an OPAL server wherein the OPAL server is 
further configured to receive a debit command from the payment server, wherein the 
debit command indicates an amount of money to debit from a respective virtual smart 
card (column 15, lines 22-28 and lines 37-55; column 19, lines 54-60). 

Regarding claim 39, Davis discloses an OPAL server wherein the smart card 
emulator is configured to debit itself in response to the debit command by the amount of 
money indicated in the debit command (column 21 , lines 38-41 and Figure 1 1 A). 

Regarding claim 40, Davis discloses an OPAL server wherein the OPAL server is 
further configured to send a debit response message to the client terminal, wherein the 



Application/Control Number: 09/359,083 Page 1 1 

Art Unit: 3692 

debit response message informs the user either that the amount of money has been 
debited from the smart card emulator (column 14, lines 56-58) or that money has not 
been debited from the smart card emulator due to a lack of sufficient funds (column 16, 
lines 10-12; column 17, lines 31-34). 

Regarding claim 41, Davis discloses an on-line purchase and load (OPAL) server 
for performing a transaction over a network (column 6, lines 18-26) using a virtual smart 
card (column 11, lines 1-14), said OPAL comprising a virtual card database having a 
plurality of records (column 10, lines 60-63), each record including a virtual card 
identifier and a balance corresponding to a single smart card (column 11, lines 20-26 
and lines 60-67; column 13, lines 3-6; column 16, lines 6-10 and lines 25-34); a 
hardware security module (column 8, lines 22-25; column 10, lines 54-58; and column 
1 1 , lines 48-67); a smart card emulator that receives smart card commands and 
processes said commands in conjunction with said virtual smart card database and said 
hardware security module (column 7, lines 6-21 ; column 8, lines 22-24; column 10, lines 
50-65; and column 1 1 , lines 48-57); the smart card emulator also configured to send a 
load request message to a load server, wherein the load request message indicates a 
virtual smart card identifier and a load amount for a respective virtual smart card, the 
load amount indicating an amount of money to load onto the respective virtual smart 
card (column 2, lines 24-42; column 3, lines 21-26; column 5, lines 32-34; column 8, 
lines 64-66, column 11, lines 1-6); and a pseudo card reader module that receives said 
smart card commands over said network and relays said commands to said smart card 
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emulator, whereby said OPAL server performs a transaction over said network using 
one of said records in said virtual smart card database (column 7, lines 6-21 ; column 8, 
lines 22-24; column 10, lines 50-65; and column 11, lines 48-57). 

Regarding claim 42, Davis discloses an OPAL server wherein the OPAL server is 
configured to receive a load command from a load server wherein the amount of money 
indicated in the load request message is loaded onto the respective virtual smart card 
(Figures 3 and 10; column 2, lines 24-42; column 3, lines 21-26; column 5, lines 30-38; 
column 8, lines 64-66; column 1 1 , lines 1 -1 5). 

Regarding claim 43, Davis discloses an OPAL server wherein the smart card 
emulator is configured to send a load response message to a client terminal, wherein 
the load response message informs a user that the amount of money has been loaded 
onto the respective virtual smart card (column 2, lines 24-42; column 5, lines 32-34; 
column 7, lines 6-14; column 11, lines 1-6; column 28, lines 16-26). 

(10) Response to Argument 

The Appellant's arguments have been considered but are not persuasive. 

Appellant argues the enabling of the Davis reference for use of a virtual smart 
card. Examiner has cited in the previous Office Actions that Davis discloses where the 
David patent discloses the use and functionality supporting use of a virtual smart card. 
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In the absence of any evidence to the contrary, Examiner continues to maintain that the 
reference discloses and enables that a virtual smart card can be used. Davis 
particularly discloses "Further, the functionality of stored-value card 5 may be 
implemented in software on client terminal 204, that is card 5 may be a "virtual" card. 
While the Davis disclosure focuses on transactions using a physical stored-value card, 
Davis specifically discloses in the just-cited portion that the functionality of a stored- 
value card as a virtual card is provided for, not just that hypothetical^ a stored-value 
card could be a virtual card. Davis discloses that the system as disclosed can be used 
functionally to support the use of a virtual card. 

Appellant argues that Davis does not disclose a "smart card emulator" or a 
"pseudo card reader module". While Davis does not use these exact terms, the "smart 
card emulator" and "pseudo card reader module" are operable to receive smart card 
commands for processing and to receive smart card commands to forward to the smart 
card emulator respectively. Davis discloses where these operations are performed for a 
physical stored-value card, and as stated above, Davis discloses where the software is 
able to support a virtual card. The operation of receiving and processing data, be it 
from a physical or virtual data, is provided for. Whether card data is gathered from 
sliding a magnetic strip, or electronically sensed from a card touched to a reader, or 
collected from keyboard input, the data in each case is collected and processed for 
affecting transactions using the account which is supported by the account number, 
whether the account number has associated therewith a physical card or not. 
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Given the functionality of the "smart card emulator" and the "pseudo card reader 
module" as disclosed in the present application, these features are used for receiving, 
relaying and processing card commands in order to affect a transaction. The steps of 
receiving, relaying and processing card commands are disclosed in the Davis 
disclosure. Davis further specifically discloses where the operations can be conducted 
using a physical card or a virtual card. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court of the Board is identified by the Examiner in the 
Related Appeals and Interference section of the Examiner's Answer. 

For the above reasons, it is believed that the rejections should be sustained. 

This examiner's answer contains a new ground of rejection set forth in section (9) 
above. Accordingly, appellant must within TWO MONTHS from the date of this answer 
exercise one of the following two options to avoid sua sponte dismissal of the appeal 
as to the claims subject to the new ground of rejection: 

(1) Reopen prosecution. Request that prosecution be reopened before the 
primary examiner by filing a reply under 37 CFR 1.111 with or without amendment, 
affidavit or other evidence. Any amendment, affidavit or other evidence must be 
relevant to the new grounds of rejection. A request that complies with 37 CFR 
41.39(b)(1) will be entered and considered. Any request that prosecution be reopened 
will be treated as a request to withdraw the appeal. 

(2) Maintain appeal. Request that the appeal be maintained by filing a reply 
brief as set forth in 37 CFR 41 .41 . Such a reply brief must address each new ground of 
rejection as set forth in 37 CFR 41.37(c)(1)(vii) and should be in compliance with the 
other requirements of 37 CFR 41 .37(c). If a reply brief filed pursuant to 37 CFR 

41 .39(b)(2) is accompanied by any amendment, affidavit or other evidence, it shall be 
treated as a request that prosecution be reopened before the primary examiner under 
37 CFR 41.39(b)(1). 
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Extensions of time under 37 CFR 1.136(a) are not applicable to the TWO 
MONTH time period set forth above. See 37 CFR 1 . 1 36(b) for extensions of time to 
reply for patent applications and 37 CFR 1 .550(c) for extensions of time to reply for ex 
parte reexamination proceedings. 

Respectfully submitted, 
/Jennifer Liversedge/ 
Examiner, Art Unit 3692 

A Technology Center Director or designee must personally approve the 
new ground(s) of rejection set forth in section (9) above by signing below: 

Conferees: * 



Vincent Millin IT 
Appeals Specialist TC 3600 




Wynn Coggins 
Group Director 



KambizAbdi ^ 
SPE, Art Unit 36' 




